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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)^ Responsive to communication(s) filed on 10 May 2006 . 
2a)IS This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under £xparfeQt/ay/e, 1935 CD. 11, 453 O.G. 213. 
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4) 13 Claim{s) 1-44 is/are pending in the application. 
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6) IS Claim(s) 7-78 is/are rejected. 
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Application Papers 

9) n The specification is objected to by the Examiner. 
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1. Claims 1-18 are rejected under 35 U.S. C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Applicants' amendment to claims 1 and 10 renders the claims indefinite, because it 
cannot be determined what is intended by the added proviso. As drafted, the proviso mandates 
that c)(2) always be present and further requires that c)(2) be used with c)(l) and/or c)(3). This 
requirement is confusing in view of the Markush language of component c) suggesting that c)(2) 
need not be used. Also, it is unclear how to interpret the "mixtures thereof language in view of 
the proviso. Lastly, in view of applicants' remarks concerning the proviso, it is clear that 
appUcants have interpreted the language to mean other than what it actually recites, namely, that 
c)(2) must be used. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Slack et al. 
('609 or *308) in view of SchoU et al. ('370) and further in view of Slack et al. ('272 or '399 or 
'746) or Rosthauser et al. ('652) or Markusch et al. ('913). 

The primary references disclose the production of allophanate-modified, trimerized MDI 
having NCO contents that meet those claimed, wherein the MDI is reacted in the presence of a 
trimerization catalyst, an allophanate catalyst, and an organic compound containing at least one 
hydroxyl group, such as isomeric butanols or propanols. See abstracts, column 3, lines 48+; 
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column 6, lines 29-36; and examples 10, 14, and 15. Furthermore, the primary references 
disclose quantities of the hydroxyl compound utilized and conversions of urethane groups to 
allophanate groups that meet those claimed and the use of catalyst poisons to end the reaction at 
the desired point. See column 3, lines 1-37. 

4. As aforementioned, the primary references disclose the use of MDI; however, the 
references fail to disclose applicant's specifically claimed MDI isomer mixture. Still, the use of 
MDI isomer mixtures corresponding to those claimed to produce Uquid, stable polyisocyanates 
having the claimed NCO content range was known at the time of invention. SchoU et al. disclose 
the use of such mixtures to produce isocyanurate containing liquid, stable polyisocyanates. See 
abstract and columns 1 and 2. Slack et al. ('272, '399, and '746), Rosthauser et al., and 
Markusch et al. disclose the use of such mixtures to produce allophanate containing hquid, stable 
polyisocyanates. See abstract and column 5, lines 55+ within Slack et al. ('272). See column 2, 
lines 32+ within Rosthauser et al. See abstract and column 4, hnes 49+ within Markusch et al. 
See abstracts and columns 2 and 3 withm Slack et al, ('399 and '746). Therefore, since these 
MDI isomer mixtures were known to be useful for producing stable isocyanurate containing 
polyisocyanates and stable allophanate containing polyisocyanates, and since these resulting 
compositions and the methods by which they were produced are similar to the MDI-based 
polyisocyanates and method of the primary references, the position is taken that it would have 
been prima facie obvious to react these MDI isomer mixtures according to the teachings of the 
primary references, so as to obtain the claimed stable, Hquid allophanate-modified, trimerized 
polyisocyanates. 
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5. Applicants' response has been considered; however, clarification is required with respect 
to applicants' remarks within pages 21 and 22 of the response. With respect to page 21, 
applicants have argued that it is apparent from examples 18 and 19 that a partially trimerized 
stable liquid product cannot be obtained from a starting MDI having a content of 2,4 '-isomer of 
less than about 38%; therefore, one could not possibly predict that a starting MDI having a 
content of 10-40% 2,4' -isomer could form a stable liquid. It is questioned how apphcants can 
make this statement for the claimed contents of the 2,4'-isomer that are in the range of from 
greater than 38% to 40%. With respect to page 22, applicants have referred to MDI isomer 
content ranges that do not correspond to those of the independent claims; therefore, clarification 
is required with respect to why the claimed ranges have not been argued. 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a), 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pvu'suant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 



R. Sergent 
July 24, 2006 



RABON SERGENT 
PWMARY EXAMINER 



